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DETAILED ACTION 

Claim Rejections - 35 USC § 102/103 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-10 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Mori et al. (U.S. Patent No. 
6,326,086). 

4. Regarding claims 1 -3 and 7, Mori et al. teaches a laminate decorative sheet for 
simultaneous decoration and injection molding (col. 1, lines 8-10) which comprises a 
base film and a decorative layer provided on the base film (col. 2, lines 1 -4). The 
decorative sheet has an elongation at break as measured at 1 20 Q C of 200 to 400% 
(col. 8, lines 34-44). Mori et al. is silent on the elongation at break as measured at 

25 Q C of 3 to 1 0%. It is elementary that a mere recitation of a newly discovered 
property, inherently possessed by the things in the prior art, does not cause a claim 
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drawn to those things to distinguish over the prior art (In re Swinehart et al, 1 69 USPQ 
226 at 229). It is therefore inherent that the inclusion of the same resin composition in 
Mori et al. would possess the same elongation at break as measured at 25 Q C as the 
instant application because it possesses all the other claimed properties in the same 
structure. 

5. In the alternative, one of ordinary skill in the art would deem the elongation at 
break as measured at 25 Q C of 3 to 10% of an acrylic resin an obvious property of the 
resulting material. Mori et al. teaches a laminate decorative sheet for simultaneous 
decoration and injection molding (col. 1 , lines 8-1 0) which comprises a base film and a 
decorative layer provided on the base film (col. 2, lines 1 -4). The resulting decorative 
sheet has an elongation at break as measured at 1 20 Q C of 200 to 400% (col. 8, lines 
34-44). Additionally, Mori et al. teaches 1 10 2 C is the lower value of the temperature 
range of 1 1 0 9 C to 1 30 9 C which is suitable for three-dimensionally preforming a film 
having a low softening point such as acryls (col. 7, lines 8-17, col. 8, lines 13-17). It is 
therefore obvious that the elongation at break as measured at 25 Q C of 3 to 1 0% is an 
understood property to one of ordinary skill in the art because it possesses all the other 
claimed properties in the same structure. 

6. Regarding claims 4-5 and 8-9, Mori et al. teaches a decorative sheet wherein the 
base film is formed of an acrylic resin composition containing polymethacrylate or a 
derivative thereof as a primary component (col. 8, lines 46-49). 
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7. Regarding claims 6 and 1 0, Mori et al. teaches a decorated resin molded product 
comprising a resin molding and a decorated sheet wherein the decorative layer of the 
decorative sheet is bonded to the molding (col. 2, lines 1-5). 



Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHINESSA ADKINS whose telephone number is 
(571)270-5543. The examiner can normally be reached on Monday - Friday; 8:00 - 4:30 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jim Seidleck can be reached on 571-272-1078. The fax phone number for 
the organization where this application or proceeding is assigned is 571 -273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/James Seidleck/ 
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Supervisory Patent Examiner, Art Unit 1765 
10. A./ 

Chinessa Adkins 
Examiner, Art Unit 41 31 
5/4/201 1 



